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Opinion by Bottorff, Adm nistrative Trademark Judge:
Appl i cant seeks registration on the Principal Register
of the mark US PATENT LAW REPORT (in typed form for goods
identified in the application as “a periodical, nanely, a

newsletter in the field of intellectual property.”?

! Serial No. 75/714,606, filed May 27, 1999. The application is
based on applicant’s asserted bona fide intention to use the mark
in comerce. Trademark Act Section 1(b), 15 U S. C. 81051(b).
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Appl i cant has disclainmed the exclusive right to use US
PATENT LAW apart fromthe nmark as shown.

The Trademark Exam ning Attorney has issued final
refusals of registration on two separate grounds. First,
she contends that applicant’s mark is nerely descriptive of
t he goods and thus is unregistrable under Trademark Act
Section 2(e)(1), 15 U.S. C. 81052(e)(1). Second, she
contends that the mark is primarily geographically
descriptive and thus is unregistrable under Trademark Act
Section 2(e)(2), 15 U. S.C. 81052(e)(2).

Appl i cant has appeal ed both final refusals.? The
appeal has been fully briefed, but no oral hearing was
requested. After careful consideration of the evidence and
argunents submtted by counsel, and for the reasons
di scussed below, we affirmthe Section 2(e)(1l) nere
descriptiveness refusal, but we reverse the Section 2(e)(2)

geogr aphi c refusal.

2 The application initially came to the Board on applicant’s
appeal of the Trademark Exam ning Attorney’s final Section
2(e)(2) geographic refusal. After reviewi ng the appeal briefs
pertaining to that refusal, the Board, pursuant to Trademark Rul e
2.142(f)(1), 37 CF.R 82.142(f)(1), renmanded the application to
the Tradenmark Exami ning Attorney for consideration of whether a
Section 2(e)(1) nere descriptiveness refusal should be issued.
The Tradenmark Exami ning Attorney then issued such refusal, and
eventual ly made the refusal final. Applicant and the Trademark
Exam ning Attorney have filed supplenental briefs directed to the
Section 2(e)(1l) refusal.
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Atermis deened to be nerely descriptive of goods or
services, within the neaning of Trademark Act Section
2(e)(1), if it forthwith conveys an i medi ate i dea of an
ingredient, quality, characteristic, feature, function,
pur pose or use of the goods or services. See, e.g., Inre
Gyul ay, 820 F.2d 1216, 3 USPQ2d 1009 (Fed. Cir. 1987), and
In re Abcor Devel opnent Corp., 588 F.2d 811, 200 USPQ 215,
217-18 (CCPA 1978). A termneed not inmmediately convey an
i dea of each and every specific feature of the applicant’s
goods or services in order to be considered nerely
descriptive; it is enough that the term descri bes one
significant attribute, function or property of the goods or
services. See lnre HUDDL.E, 216 USPQ 358 (TTAB
1982); In re MBAssoci ates, 180 USPQ 338 (TTAB 1973).

Whether a termis nmerely descriptive is determ ned not
in the abstract, but in relation to the goods or services
for which registration is sought, the context in which it
is being used (or will be used) on or in connection with
t hose goods or services, and the possible significance that
the termwoul d have to the average purchaser of the goods
or services because of the manner of its use; that a term
may have other neanings in different contexts is not
controlling. In re Bright-Crest, Ltd., 204 USPQ 591, 593

(TTAB 1979). Finally, “[w hether consuners coul d guess
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what the product [or service] is fromconsideration of the
mark alone is not the test.” 1In re Anerican Geetings
Cor poration, 226 USPQ 365, 366 (TTAB 1985).

Appl ying these principles in the present case, we find
that applicant’s mark US PATENT LAW REPORT is nerely
descriptive of the goods identified in the application,
i.e., “a periodical, nanely, a newsletter in the field of
intellectual property.” The mark directly and i medi ately
i nforns purchasers that applicant’s newsl etter conprises,
provi des or features a report on issues pertaining to the
subject of U. S. patent |aw

Based on the Tradenmark Exam ning Attorney’s dictionary
evidence, we find the term*“US” in the mark is and woul d be
understood to be the equivalent of “U S.” and “United
States.” W also find that PATENT LAWis the nane of a
field or body of law within the nore general field known as
“intellectual property.” Taking the terns together, we
find that US PATENT LAWreadily woul d be perceived as the
equi valent of “U. S. patent law or “United States patent
law,” and that it readily would be understood to refer to

t he body of constitutional, statutory, regul atory,
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deci sional and other authorities which make up the patent
| aw of the United States.?3

Where the goods in an application conprise a
publication (such as the periodical newsletter identified
in applicant’s application), wording in the mark which

nerely describes the subject matter of the publication is

® A cursory review of reported cases reveals that the term*“U.S.
patent law’ or its equivalent “United States patent |aw often is
used descriptively or generically in court opinions to refer to
this field or area of the law. See, e.g., Bayer AGv. Carl sbad
Technol ogy Inc., 298 F.3d 1377, 64 USPQ2d 1045, 1046 (Fed. Gr.
2002) (“I'n 1994, the URAA harnoni zed the term provision of United
States patent law with that of our |eading trading partners..m);
International Nutrition Co. v. Horphag Research Ltd., 257 F.3d
1324, 59 USPQRd 1532, 1535 (Fed. Cir. 2001)(“INC argues that the
ownership of a United States patent is a matter of United States
patent law..”); U S. Valves Inc. v. Dray, 190 F.3d 811, 52 USPQd
1055, 1058 (7'" Cir. 1999)(“Because U.S. Valves’ claimfor breach
of contract involves patent infringenment clainms, and therefore
necessarily requires application of U S. patent |aw the Federal
Circuit has jurisdiction over this appeal .”); ViamCorp. v. |lowa
Export-Ilnport Trading Co., 84 F.3d 424, 38 USPQRd 1833, 1837 (Fed
Cr. 1996)(“...subjecting their patents to the rigorous scrutiny
demanded by United States patent law'); d axo Inc. v. Novopharm
Ltd., 52 F.3d 1043, 34 USPQ2d 1565, 1570 (Fed. Cir. 1995) (" That

d axo thought it may have a best nobde probl em either because of
its incorrect or inconplete consideration of U S patent |aw does
not nake it so”); Mars Inc. v. Kabushiki Kaisha N ppon Conlux, 24
F.3d 1368, 30 USPQ2d 1621, 1624 (Fed. Cr. 1994)(“Moreover,
Section 1338(b) itself sets a claimof unfair conpetition apart
froma claimarising under U.S. patent law'); Kronos Inc. v. AVX
Corp., 23 USPQd 1792, 1793 (DC WNY 1992)(“It is a long standing
principle of U S patent |law that in the event of a conplete
assignment of title to a patent..”); Htachi Metals Ltd. v. Quigg,
20 USP@d 1920, 1924 (DC DC 1991)(“...inconsistent with the

admi ni strative schenme designed to inplenent U S. patent |aw.”);
and Quantum Corp. v. Sony Corp., 16 USPQ2d 1447, 1449 (DC NCalif.
1990) (“Def endants’ argunent that plaintiffs have no cogni zabl e
right under U S. patent |aw does not go to the Court’s subject
matter jurisdiction over the plaintiffs’ clains, but rather to
the nmerits of those clains”).
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deened to be nerely descriptive of the publication as well,
since it merely describes a feature or characteristic of
the goods. See, e.g., In re Gacious Lady Service, Inc.,
175 USPQ 380 (TTAB 1972) (CREDIT CARD MARKETING; In re

Ni ppon Kokan Kabushi ki Kai sha, 171 USPQ 63 (TTAB

1971) (JAPAN STEEL NOTES); and In re Medical Digest, Inc.,
148 USPQ 570 (TTAB 1965) (OB/ GYN DI GEST). W find that US
PATENT LAWIis nerely descriptive of applicant’s
publ i cation, because it merely describes the subject matter
of the publication, i.e., US. patent law. The term

imedi ately and directly infornms purchasers that the
publication provides or features content which pertains to
the subject of U S. patent law. W have carefully
considered applicant’s argunents in support of his
contention that this wording is not nerely descriptive, but

we find themto be wholly unpersuasive.*

4 Because applicant submtted his disclainmer of US PATENT LAW
voluntarily in an attenpt to overconme the Trademark Exami ning
Attorney’ s Section 2(e)(2) geographic refusal, we do not deemthe
di sclainmer to be a concession by applicant of the nere
descriptiveness of the termwhich woul d preclude consideration of
applicant’s argunents to the contrary. Cf. Inre Pollio Dairy
Products Corp., 8 USPQ2d 2012, n.4 (TTAB 1988); In re Anpco
Foods, Inc., 227 USPQ 31 (TTAB 1985). Applicant’s argunents are
not persuasive in any event, however. For exanple, it is not
material that the application is based on intent-to-use and that
we therefore cannot say with certainty at this tinme what the
subject matter of the actual newsletter will be; we nust presune
that applicant’s newsletter is or will be a newsletter about U S.
patent |aw, because such a newsletter is enconpassed wthin
applicant’s identification of goods. Likew se, the nere
descriptiveness of US PATENT LAWIis not negated by the fact that
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W also find that REPORT is nerely descriptive as
applied to the goods. The termdirectly and i medi ately
i nforns purchasers that applicant’s periodical newsletter
reports on issues involving U S. patent |law. REPORT is
comonly used as a descriptive or generic termin titles of
newsl etters or other publications, and it would be
perceived as such in applicant’s mark as well. The
Trademar k Exam ning Attorney has subm tted nunerous third-
party registrations in which REPORT has been acknow edged
or found to be not inherently distinctive when it appears
inamrk for a publication.® These registrations are
evi dence of the descriptive neaning and significance that
is and woul d be accorded to the term See, e.g.,
Tektroni x, Inc. v. Daktronics, Inc., 534 F.2d 915, 189 USPQ
693 (CCPA 1978); Cutter Laboratories, Inc. v. Ar Products
& Chemcals, Inc., 189 USPQ 108 (TTAB 1975). Finally, we

note that the nmere descriptiveness of REPORT as applied to

the term does not enconpass all aspects of “the field of
intellectual property,” nor by the fact that the term does not
nanme or describe all possible sub-topics or issues within the
field of U S patent |aw.

> Addditionally, nost if not all of the third-party registrations
of marks which include the word REPORT, subrmitted by applicant as
evidence in rebuttal to the nmere descriptiveness refusal, instead
support the opposite conclusion, i.e., that the termis nerely
descriptive. These registrations for publication titles either
were issued pursuant to the acquired distinctiveness provisions
of Section 2(f), or they include a disclainmer of the word REPORT



Ser. No. 75/714,606

a periodical publication has been noted in at | east one
prior reported decision by the Board, i.e., In re San Diego
Nat i onal League Baseball Cub, Inc., 224 USPQ 1067 (TTAB
1983) ( SAN DI EGO PADRES REPORT and PADRES REPORT nerely
descriptive of “periodic newsletter directed primarily to
sports”).®

Applicant, in his brief, concedes that REPORT “can of
course be applied to a newsletter,” but argues that the
termis not nerely descriptive because “it can al so be
applied to a one-tine production of, say, a Congressional
committee, or a bar association.” (Supplenental brief at
4.) However, the fact that REPORT al so m ght be nerely
descriptive of publications other than newsletters is
irrelevant, and it does not negate the mere descriptiveness
of the word as applied to newsletters, which are the goods
identified in applicant’s application. Applicant has
provi ded no persuasive explanation or argunent as to why
REPORT is not nmerely descriptive as applied to a
newsl etter.

In summary, we find that US PATENT LAW nerely

descri bes the subject matter of the newsletter, and REPORT

® The Board recently overruled this case on grounds not rel ated
to the nere descriptiveness of the term REPORT. See In re W\BA
Enterprises, LLC, __ USPQ2d __ , Serial No. 75/599,525 (TTAB
June 11, 2003).
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is nerely descriptive of newsletters in general and
applicant’s newsletter in particular. Conbining US PATENT
LAW and REPORT does not negate the nere descriptiveness of
either, nor does it result in a conposite which itself is
inherently distinctive. Viewed in its entirety, US PATENT
LAW REPORT is nerely descriptive of the goods identified in
the application. Accordingly, we affirmthe Section
2(e)(1) nere descriptiveness refusal.

However, we reverse the Trademark Examining Attorney’s
Section 2(e)(2) “primarily geographically descriptive”
refusal. For the reasons discussed above, we find that the
primary significance of the term*“US’ as it appears in
applicant’s mark is not as an indication of the geographic
origin of the newsletters, but rather as the nane of the
jurisdiction or type of “patent |aw which conprises the
subject matter of the publication. |In applicant’s mark,
“US” woul d be perceived as nodi fying PATENT LAW not as the
geographic origin of a PATENT LAW REPORT. See, e.g.,

Ham | t on- Brown Shoe Co v. Wl f Brothers & Co., 240 U S. 251
(1916) (AMERI CAN G RL not geographically descriptive); Inre
Urbano, 51 USPQ2d 1776 (TTAB 1999) ( SYDNEY 2000 not
geogr aphi cal ly descriptive).

Decision: The Section 2(e)(2) refusal is reversed,

but the Section 2(e)(1) refusal is affirned.



